Exam #_______
Federal Trademark & Copyright Registration Practice
Fall, 2010
Final Examination

December 13, 2010

Instructions:


· This exam counts as 35% of your grade.

· Use your exam number; do not use your name anywhere.

· This is a closed book exam.

· All questions pertain to the United States federal trademark and/or copyright registration systems. 
· Section 2 of the Lanham Act is attached for your reference.
· Following is the point distribution:

	Question Number
	Point Value

	1
	45

	2
	21

	3
	5

	4
	4

	5
	10

	6
	15

	Total:
	100


Questions:
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1.
(45 points) Susan Pevensie, the office manager in a law firm of overbearing, dim-witted, demanding, and hopelessly procrastinating lawyers, has had enough.  She is secretly planning her escape from their never-ending torrent of avoidable emergencies.  In the little spare time she has available, she enjoys spending time with her nine-year old daughter, Quintessa (Latin for “essence”), and women’s fashion.  Since those bungling lawyers she works for don’t pay her enough to buy new clothes, she is always on the hunt for fashions-at-a-bargain at consignment stores.  Susan quickly learned that there is a lack of any good-fashion consignment stores within 60 miles of her NH home.  Inspiration hit, and she began her Cinderella dreams to escape her caged existence.  
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It only took one more demand from the lawyer she calls “Enemy Number One” for her to decide to turn her dreams into a reality.  She has created a business plan; started scouting out for properties for lease; selected a name for the business -- SUSIE Q – (taking from both her and her daughter’s names); bought the domain name susieq.com; and started buying used wooden hangers, used clothing racks, credit card processing machinery, and other items to hold until she opens up the store.  She will sell at the storefront and will sell her used clothes online (with a complete online catalog, shopping cart, and credit card processing web site).  Susan’s spare funds are being rapidly depleted with this effort, and she is planning to seek a small business loan to help her make the rent and pay other expenses until she starts making a profit.

Susan wants to form an LLC.  She’s been an office manager at a law firm long enough to know that an LLC will help protect her personal assets if, for example, a customer slips and falls in her store.  Susan also wants to register her trademark.  She wants the business ready to roll by the time she gives her notice of resignation to the President of the firm, the anticipation of which gives her a happy glow inside.  However, she is trying to save money.  She knows that if she files her LLC before December 31, 2010, she’ll have to pay the LLC annual fee ($100) by April 1, 2011; however, if she waits until after January 1, 2011 to file the LLC, the 2011 annual fee is waived.  She also knows that she won’t open the store until April, 2011, given a long list of things she needs to get into place before opening day and the best timing for women to come shopping at her store.

Susan has befriended you, the one decent associate in the firm.  Although she is concerned about your longevity at the firm because you can’t/won’t back-stab your colleagues (but they will surely stab you in the back), she has asked for your assistance with her trademark registration and LLC filing.  You agreed to perform all the legal work and prepare the documentation for free, on the condition that she pays the filing fees (with the stipulation that you will keep them as low as possible).
Your first task is to secure the trademark, if possible.  In your trademark search, you find the following federally registered mark:

	Word Mark 
	SUZY Q TEES

	Goods and Services
	IC 025. US 022 039. G & S: Wearable garments and clothing, namely, shirts. FIRST USE: 20090318. FIRST USE IN COMMERCE: 20090318

	Standard Characters Claimed
	

	Mark Drawing Code
	(4) STANDARD CHARACTER MARK

	Trademark Search Facility Classification Code
	LETS-1 Q A single letter, multiples of a single letter or in combination with a design

	Serial Number
	77716590

	Filing Date
	April 17, 2009

	Current Filing Basis
	1A

	Original Filing Basis
	1A

	Published for Opposition
	October 6, 2009

	Registration Number
	3727736

	Registration Date
	December 22, 2009

	Owner
	(REGISTRANT) Undertease, LLC LIMITED LIABILITY COMPANY UTAH 1260 W 1650 N Springville UTAH 84663

	Attorney of Record
	Brick G. Power

	Disclaimer
	NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "TEES" APART FROM THE MARK AS SHOWN

	Type of Mark
	TRADEMARK

	Register
	PRINCIPAL

	Live/Dead Indicator
	LIVE
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You also found out that “Susie Q” was the name of a 1996 Disney made-for-TV-movie and “Suzie Q” is the name of a song that came out in the late 1960’s by the band Creedance Clearwater Revival.  Your telephone directory search turned up a women’s clothing shop called “Suzie Q Shoppe” in Paducah, Kentucky, which does not have an internet presence (or so you’ve concluded after searching in every social networking site and web crawler you know of – the directory also had the “website” field blank).  You searched at the Kentucky Secretary of State’s Office and found no business, tradename, or trademark listings containing Suzie anywhere in the name/mark (you also tried other spellings for “Suzie”).  When you pull up a satellite image of the business address provided in the listing, it is undeniable that it is a house in a residential neighborhood.  
There is also an online store selling gourmet bar-b-que products:
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Here is the design Susan made for the sign and banner she’ll use (Susan has artist skills, too!):
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Below are the results of your search for marks with “Mark Drawing Code” 2 (which means that they have a drawing only) with the following search:  woman[de,dd] and "035"[ic] and "2"[md] and live[ld] and (clothing[gs] or apparel[gs] or clothes[gs])
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A)  With respect to both the standard character and design marks, will you . . . 
a. Conclude that there will be no rejection based on 2(d) for the examination process at the PTO?  Why?
b. Conclude that no entity is likely to oppose the mark?  Why?
c. Conclude that there is no likelihood of confusion with common law marks?  Why?
d. Tell Susan that you believe she is “safe” to sign the declaration on the application declaring that she believes there is no likelihood of confusion between her mark and any other mark?  Why?
B) Assuming you have cleared the marks . . . 

a. If she has money for only one filing fee at this point, which mark/International Class/Identifications will you pick and why?  Pretend that the Acceptable Identification of Goods and Services Manual contains only the following pertinent listings:

	
	International Class
	Identification

	1
	035
	On-line retail consignment stores featuring {indicate specific field, e.g. clothing, toys, household appliances}

	2
	035
	On-line retail store services featuring {indicate field or type of goods}

	3
	035
	Retail consignment stores featuring {indicate specific field, e.g. clothing}

	4
	035
	Retail store services featuring {indicate field of goods}


b. Who is the applicant for the application you will be filing and what is the legal status of that applicant (e.g. individual, partnership, joint owners, limited liability company, corporation, non-profit association, non-profit corporation, or sole proprietorship)?  Why did you pick the applicant you did?

c. What is the filing basis on the application?  Explain why this filing basis is appropriate.
d. Will you use TEAS, TEASPlus, or a paper application?  Why?  
C) You instruct Susan to file the documents forming her LLC after January 1, 2011 to save her $100.  On January 3, 2011, the LLC is formed.  In order to get an early filing date, however, you filed the trademark application on December 13, 2010.  Susan would like her LLC to own the trademark so that, among other reasons, she can show the bank lending her money that the LLC owns a trademark application for the business name.  She’s going to the bank in the third week of January, 2011 to make the application for the loan.  How do you accomplish LLC ownership of the trademark application?  Include in your discussion an identification of what document(s) you need to draft, what you need to/should do with that document, and any special considerations for the document in light of the fact pattern.
D) The bank has agreed to give her a small business loan for several thousand dollars and requires collateral to secure the loan, which collateral will include the trademark application.  Susan asks you what that means and what papers will be filed where.  What do you tell her?

E) April 1, 2011 is here and the Susie Q store is having its Grand Opening.  You are invited to share in champagne and shopping with every other big-wig Susan could find to make a big splash in the local newspaper.  Susan has done a fabulous job, complete with a giant flat screen monitor displaying the home page of her web site (launched on the same day) and Grand Opening favors for guests to take home, like refrigerator magnets with her mark and store hours (similar to the sign shown above) and flyers advertising the store’s Grand Opening Sale.  Meanwhile, the trademark application you filed on December 13, 2010 made quick progress through examination and just cleared publication for opposition.  
a. What is the document you receive to tell you the mark cleared publication?

b. What (name the filing) do you now need to file and what is submitted with that filing (be specific as to what you would submit given this fact pattern)?

c. By when do you need to file it?

F) Assume a registration issues for the trademark application you filed.  You write Susan a letter informing her of this good news and giving her information for the care of her trademark.  List the points you’ll cover in your letter to her.
G) Is there another form of protection you can offer to Susan for her logo design?  If so, what is it and how much will it cost her?

Keep Going


2.
Please complete this chart:
	Mark
	Goods/services
	If available to applicant, would 2(f) cure the most likely rejection?  Explain.

	THUMBDRIVE
	portable digital electronic devices for recording, organizing, transferring, storing and reviewing text, data, image, audio and video files
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	Literal Elements of Mark:  U.S. CUSTOMS SERVICE 1789

Identification:  Attorney services
	

	A-HOLE PATROL
	online social club that screens jokes submitted by users to control offensive and inappropriate content
	

	HATER-AID (Applicant is not the owner of famous mark GATORADE)
	soft drinks, sports drinks, and other, related goods
	

	THE ITALIAN STORE
	Delicatessen and catering services, all relating to Italian food and wine
	

	MITTAL STEEL (where CEO and Chairman of the Applicant is Mr. Aditya Mittal) 
	Freight and galvanizing services
	

	AMERICAN BRAIN ASSOCIATION
	U.S.-based association of medical providers in the field of brain injury
	


3.
(a)
(3 points) Describe one way you can know for certain that you have succeeded in electronically filing an application, response to office action, or other document with the U.S. Patent and Trademark Office (PTO).

(b)
(2 points) What proof of a successful filing is unique to trademark applications?

4.
(4 points) You are the attorney for the applicant for the mark GREEN INDIGO (standard character) for “bottoms; [and] tops” (in other words, clothing), which your client intends to use on “fresh” “pro-earth-vibe” clothing.  Your client’s clothes come in green and blue colors (indigo references the natural dye, indigo, for turning garments blue), among others.  The examining attorney has rejected the mark on the basis that it is merely descriptive [of some of the colors that the clothing will have].  The result would be a registration on the Supplemental Register.  What would be your best argument(s) for a Principal Register registration instead?
5.
(10 points) Your client has used the below mark for restaurant and bar services since 1999:
You filed an application using the above mark drawing on December 28, 2009.  You received a warning of a potential rejection under Section 2(d) based on the mark BUTTER in standard character form, a 1B application filed on December 26, 2008 that has a publication date of December 26, 2010, for restaurant and bar services.  Because of the notice of potential rejection and because your client’s application was otherwise ready to be approved, your client’s application was suspended.  What is your best strategy for obtaining registration for your client?
6.  (15 points) Your client is a song writer.  She writes lyrics, composes music, and sometimes performs her own music, although the performance part is typically just to demo her music to record labels.  As it turns out, Lady Gaga (a notorious popular singer) is interested in your client’s latest composition (“Electricity”), a demo CD of which you mailed to her record label on November 15, 2010.  Lady Gaga would like to perform it and include it as the cover song on her new CD, scheduled to be released on May 1, 2011.  Lady Gaga’s record label will register copyright in the CD sound recording; however, the record label has allowed your client and Lady Gaga to retain ownership of their own respective rights.  It is highly likely that once Lady Gaga releases a CD with your client’s song on it, illegal music downloading will occur.  Setting aside any royalty rights your client would have through ASCAP (your performing rights organization), how would you protect your client’s copyrights to the lyrics and songs using the copyright registration system?  Provide as many details as possible, including nature of work you’d select to protect, deposit, nature of registration, timing, and the benefits that will be afforded by your plan.
The End
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15 U.S.C.A. § 1052

§ 1052. Trademarks registrable on principal register; concurrent registration

Currentness
Trademarks registrable on principal register; concurrent registration

No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature unless it--

(a) Consists of or comprises immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute; or a geographical indication which, when used on or in connection with wines or spirits, identifies a place other than the origin of the goods and is first used on or in connection with wines or spirits by the applicant on or after one year after the date on which the WTO Agreement (as defined in section 3501(9) of Title 19) enters into force with respect to the United States.

(b) Consists of or comprises the flag or coat of arms or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof.

(c) Consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow.

(d) Consists of or comprises a mark which so resembles a mark registered in the Patent and Trademark Office, or a mark or trade name previously used in the United States by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive: Provided, That if the Director determines that confusion, mistake, or deception is not likely to result from the continued use by more than one person of the same or similar marks under conditions and limitations as to the mode or place of use of the marks or the goods on or in connection with which such marks are used, concurrent registrations may be issued to such persons when they have become entitled to use such marks as a result of their concurrent lawful use in commerce prior to (1) the earliest of the filing dates of the applications pending or of any registration issued under this chapter; (2) July 5, 1947, in the case of registrations previously issued under the Act of March 3, 1881, or February 20, 1905, and continuing in full force and effect on that date; or (3) July 5, 1947, in the case of applications filed under the Act of February 20, 1905, and registered after July 5, 1947. Use prior to the filing date of any pending application or a registration shall not be required when the owner of such application or registration consents to the grant of a concurrent registration to the applicant. Concurrent registrations may also be issued by the Director when a court of competent jurisdiction has finally determined that more than one person is entitled to use the same or similar marks in commerce. In issuing concurrent registrations, the Director shall prescribe conditions and limitations as to the mode or place of use of the mark or the goods on or in connection with which such mark is registered to the respective persons.

(e) Consists of a mark which (1) when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them, (2) when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, except as indications of regional origin may be registrable under section 1054 of this title, (3) when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them, (4) is primarily merely a surname, or (5) comprises any matter that, as a whole, is functional.

(f) Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3), and (e)(5) of this section, nothing in this chapter shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant's goods in commerce. The Director may accept as prima facie evidence that the mark has become distinctive, as used on or in connection with the applicant's goods in commerce, proof of substantially exclusive and continuous use thereof as a mark by the applicant in commerce for the five years before the date on which the claim of distinctiveness is made. Nothing in this section shall prevent the registration of a mark which, when used on or in connection with the goods of the applicant, is primarily geographically deceptively misdescriptive of them, and which became distinctive of the applicant's goods in commerce before December 8, 1993.

A mark which would be likely to cause dilution by blurring or dilution by tarnishment under section 1125(c) of this title, may be refused registration only pursuant to a proceeding brought under section 1063 of this title. A registration for a mark which would be likely to cause dilution by blurring or dilution by tarnishment under section 1125(c) of this title, may be canceled pursuant to a proceeding brought under either section 1064 of this title or section 1092 of this title.
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