Fundamentals of Intellectual Property

Final Examination
Professor Field Fall 2000

HEED INSTRUCTIONS

Do not waste time answering more questions than you need to!

This is a three-hour, open-book exam. You may consult any written marerials. Do not discuss
the exam with others,

* Put your exam number and answers on the sheet provided.

* Note that questions in Part T are worth four tmes as much as those in Part I1.

Part I: Multiple choice
[80 points — 20 questions toral]
Fnter the ferger for the most correct concluding phrase or statement in the numbered space
on the answer sheet. Tn Parc L, only the first 5 answers will count in cach section.

A. Patents [Scciion references 1o 35 U.S.C)
Answer only 5 of 7.
1. If CyberBad.com applies for a business-method-software patent:
A. U.S. protection would last 14 years (§ 173).
B. U.S. protection is less likely than Furopean provection.
C. it will be refused if CyberBad already has copyright protection.
D U.S. protection would probably last at least 17 years (§ 154(b)(1)(B)).

2. Jones {J), a graduare assistant, made key conuibutions o an invention. Iy Odds Universicy,
as employer-assignee, owns the patent lacer issued. ] was not listed as an inventor, but she:

A. has no rights because, Invencorship aside, TOU owns the patent.

B. can probably get all royaliies that have been paid o TOU.

C. should prevail in an action to correct inventorship,

3. has no rights if the named inventor was her boss.

3. Because she didn’t trust her boss, ] (QQ2) did not provide all of the informartion needed to
make the invention work. In those circumsrances:

A. 10U’s patent is invalid.

B. she could quit her job and file for her own patent.

C. she should offer to disclose the informadon to enhance her bargaining posidon.

D. if she discloses the information to IOU, she cauld get a second patent in her name.

4. Two years before the application (Q2) was filed, JOU Professor Klewlus (K) published an

arricle describing a similar invendon. In those circumstances:

A. K should tell IOU, and it should intmediately file another application.
B. K should ger a share of royaltics on che existing patent.

C. the existing parent could be invalid under § 103,

2. the existing patent Is invalid under § 102(b).




5. Mojo (M) sells reusable swabs thac, when dabbed in ordinary wood alcohol, remove wars.
The unpatented swabs have no other use. M holds only a process patent. In such circumstances:
A. anyone can sell the swahs if they wish.
B. anyone who buys woad alcohol other than from M is an infringer.
C. M has no right 1o stop people from using unparenced products as they wish.
D). M can require people who buy its swahs also to huy itts alcohol for wart removal.

6. M (Q5) has discovered that a novel blend ol wood, grain and rubbing alcohols works
unexpectedly hetter than wood alcohol alone. A second patent based on chis discovery:

A. would be of lietde use; people have legal rights 1o mix common products.

B. could claim no more than use of the swabs with the novel blend.

C. could not claim the novel blend; it is obvious.

D. could prabably claim the novel blend.

-

If a new chemical surprisingly enhances the aroma of many perfumes, a valid patent could:
A, probably claim only the way o make the chemical.

B. claim the chemical, both alone and mixed with existing perfumes.

C. ot issue because improving perfumes is “frivolous and insigniftcant”.

D. protect the chemical but probably nort its “frivolous and insignificanc” use.

B. Copyright {Section references to 17 U.S.C.]
Answer ouly 5 of 7.
1. Softwarc copyright gives owners the right to prevent:
A. reversc engincering needed to write compering software based on underying ideas.
B. copying of commands helpful but nor required in compceting software.
C. frs belng rewritren in ditferent compurer languages.

. all of the above.

2. BeGreen {B), a U.S. firm, designed a new wruck. After it made 3-D models, B hired
I'reelancer () 1o prepare engineering drawings. The sole document was a check.

A. Despite copyrights, B can legally copy F's drawings.

B. T will bave copyrights as soon he registers his drawings.

C. Because he lacked written permission, T infringed copyright in B’s modecls.

D. Copyrights would justfy F's providing extra copies of his drawings o Honda.

3. If B {Q 2) had emailed F soliciting the work that it wished him to do:
A. B would hold copyright in the drawings as works-for-hire.
B. B would hold copyright in the drawings by assignnient.
C. it could also have cur off F's termination interest.
D. that would not alter the rights of the partdes.
4. Belore B's new wucks (QQ2) were sold, a transfer of ownership in (the drawings was registered
under § 205. Hal (H), a GM employec, later made substandally similar drawings. GM could:
A. be liable for indircet infringement.
B. be liable to F il IT had access to his drawings.
C. infringe no copyrights it H saw only the new rrucks.
3. infringe no copyrights unless H’s drawings were identical.
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5. Angus (A) put ten images on his website after Sam (S) said thar he could. Ed, who never
heard of §, can prove that he created and promptly registered the images. If Ed sucs, A is unlikely:
A, o infringe copyrights if he altered the images” colors.
B. o be liable for maximum statutory damages.
C. o be liable for minimum stwatutory damages.
D. to be liable tor attorney fees.

6. Professor Pander has had several hundred happy studencs since she began scanning assigned
cascbooks and putring them on the weh. She is surc thar this is OK hecause no author has vet
objecred; indeed, one of them likes the idea. In these circumstances, she could:

A. nort he liable; if students can use che website for free, her use is fair.

B. not be criminally liable despite an erronecus belief that her usc is fair.

C. be subjecr to generic federal criminal Lability, ¢.g., for theft or wire fraud.

3. be subject to generic state criminal liability, c.g., for holding stolen propery.

7. Morton (M}, a musician, hired Sandoval (S}, a professional, to take photographs of his band.
If M wants to ger more (cheaper) copies inade ac Wal-Mart, he can do so:

A. legally because the photographs were made for hire.

B. legally if § has no certilicate of regiscration.
C. legally because M & § are joint authors.
D

. No statemenrt above Is correcr.

C. Trademarks [references wo Lanham Acr]
Answer only 5 of 7.

1. Figby (F) sells parroc-shaped suckers ag “Polly-Pops”. After F's design patent expired,
Toffee (1) began to scll exact copies as “Parrot-Pops”. If parrots are often called “Polly” and I
holds no regiscracions, F's hest grounds for relief is chat its suckers™:

A. shape is inherendy disdncrive.

B. name has “secondary meaning”.

C. shape has “secondary mcaning”.

D). popularity with children and pirates establishes unfair comperition.

2. Of these possibilities, T’s {(QQ1) best defensc is thac

A. purchasers are interested in the suckers’ shape, not their source.
B. children and pirates are unsophisticated shoppers.
C. F should have copyrighted its suckers.
D). parrots arc often called “Polly”™.
3. Of these possibilities, T's (Q1) best detense would be {if facrnally accurace) that F:
A. holds no state or federal vegistration,
B. was denied federal registration for its snckers” name,
C. was refused federal registration for its suckers” shape.
D. F makes candy in New Hampshire but T makes it in Conncericut.

4. Of these possibilities, T (Q1) would probably be besr off if T
A. asscres only a stare unfair comperidon claim,
B. sells its suckers at much higher prices.
C. sells its suckers ar much lower prices.
D. files suit hased on only § 43(a).
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5. Gal has long sold expensive Hip-flops and sandals for tecnage girls at several small stores in
the southeast. Its bright awnings feature an image of 2 “big toe” with a red tocnail. Federal
registration of Gal’s logo was issued in 1996.

Tow registered its name in 2000; at that time, it made inexpensive men’s shoes for sale by
national retailers. Recently, Tow ran ads for a “BIG Tow” sale intended to launch a new linc of
women'’s sandals. If Gal asks for advice, you will poinr out that:

A. suit is hopeless if no consumer has so tar been confused.

B. Gal might be able o establish likely confusion under § 32.

C. Gal might be able to establish likely confusion under § 43(a).

D. under § 33(L), Gal is out of luck if Tow's mark is incontestmble.

6. If Tow (Q5) later files an intent-to-usc application for a large-purple-toe (LPT) logo, Gal:
A. need not worry; examiners will reject the Jogo for lack of use in commerce.
B. would be well advised 1o starr using che LPT logo before Tow docs.
C. might successfully oppose based on § 2(e)(1).
D). might successfully opposc based on § 2(d).

7. Gal (QQ5) has discovered Badi, a southwestern shop with a very similar logo — the solc
difference s that the roeuail is pink, not red. Bodi has offered pedicures, picrcing and rattoos since
January 1, 2002. If Gal sucs because it also offers pedicures at some of its stores:

A. such usc is essentially irrelevant to its rights.

B. Bodi might lose under § 32 if the court follows the Roots case.

C. Gal might wiu under § 43(a) unless Bodi offered pcdicures earlier.

D). Gal would win under § 43(c) if it begins offering pedicures at all locations.

D. Misccllaneous
Answer only 5 of 7.
1. Morris (M) found a roll of paper in the Concord planning office dumpster. It contains
derailed plans for a new Picrce Law (P) library. Based on thar, M bought a small, key picce of
land. After I’s plan was approved, M sold the land o P for ten times what he paid. P later learned
the facts and sued. If the new Resratement governs, M would most likely be liable under:
A. §40(b)(1).
B. §40(b)2).
C. §40(b)(3).
D. §40(b)(4).

2. M’s best defense {(Q1) would be thar, when he found che plans:
A. the exact location of the proposed library was gencrally known.
B. P had already shown the plans to city officials.
C. the plans had only potential valuc.
D. the roll of papers was in the trash.

3. Leaving no stone unturned {Q1), M’s lawyer also plans to arguc thar P’s suic is preempred by
copyright and patent laws. If so, a court is ape to be receprive to:

A. copyright but not patent preemprion.

B. parent but not copyright preemprion,

C. both patent and copyright preemprion.

D. ncither patent nor copyright preemption.
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4. Laura (L) invented a new wrench. On June 1, 2006, she sent detailed drawings to several
companies, but anly X-act (X) was interested. On Dec. 1, 2006, L assigned all of her rights. In
return, X protnised (o file an application no later than June 1, 2007 and to pay (based on ner sales)
4% while the application is pending, 6% during the term of any patent thar issues and 2%
otherwise. X then began to manufacrure the wrench and to pay a 2% royalry. Based on cases we
discussed:

A. regardless of patent-related events, L is entitled to nothing after Dec. 1, 2026.

B. ifa patent issues and 1s invalidated, L will thereafter be entitled 1o nothing.

C. L will be entitled to at least 2% as long as X sells the wrenches.

D). if a patenc issues, X will owe nothing aﬁer 2027.
5. L (Q4) also sent drawings 1o Skaters (§). S did not respond burt began to make the wrenches.
X and L learned of this on Dec. 15, 2006. They then filed a patent application and a lawsuit. X
also wrote a letter to S's wholesale customers — relating key events and offering to supply cheaper
wrenches. When §'s sales began to dip, it filed counterclaims.

A. Its sending the 1eLLerS inight make X liable to § for diverted sales.

B. Uniil S can be stopped or forced to pay royalties, X need not pay cither.

C. $ must pay L for sales made before Dec. | and pay X for sales made thereafter.

D. If X implies that §’s wrenches infringe its IP, it inight he liable for diverred sales.

6. When §'s (QQ5) sales began to drop, it also ran ads thar said: “Barney may be famous, bur he
never used a Skaters wrench!” I owners of rights in the purple dinosaur sue:

A, 15 US.Co§ 1125(@)(1)(B) would provide the best cause of acton.

B. 15 U.S.C. § 1125(a)(1)(A) would provide a good cause ol action.

C. they would be hard pressed o supporr a rlght of pubhcwy claim,

D. truch would provide a good defense to any cause of acton.

7. Later, S (QO) also ran ads that said “Dick Cheney may have poor aim, burt he never shot
anyone with a Skaters wrench!™ If the vice president files suit, § would probably:

A. lose on a righr of publicity claim.

B. lose any case based on 15 U.S.C. § 1125.

C. lose because people may not poke fun at top U.S. officials.

D. win because parodies are protecied by the First Amendment.
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Pare II: Matching
[20 points)
Answer only 20 of 24
Each numbered item is intended to match only one lettered item. Please enter the best
letrer in the corresponding space on the answer sheet.

1. A state 13, Justice Douglas

2. Repair 14. Designer gowns

3. Copying 15. Judge Kozinski

4, Licenses 16. Providing notice

5. Diluton 17. Commerce clause

6.  Abramson 18. Stwrength of mark

7. Righr w use 19. First salc docurine

8. DParent clause 20. Suarurery damages

9. Ninth Circuir 21. Scope of prorection

10. Cybersquatting 22. D.C. Disuict Court
11. Pulont facrors 23. Rules for playing games
12. Federal Circuic 24. Disclosure of best mode

Patentees’ obligation.
Confcrred by no form of IP,
Explicitly unpatentable in Europe.
. Quortes the Statute of Monopolies.
Megal activity involving domain names.
Nort copyrightable in the United Srates.
Generally constitute promiscs not to sue.
. Regards opinions of the CCPA as precedential.
Criticized parties who “did lunch, not contraces.”
Invalidated a patent for claiming an “aggregation”.
Ofren adversely alfected by any unrclated users.
Daes not permit rental of some copyrighted works.
. Provides federal authority for trademark legislation.
. For purposes ol copyright law, Puerto Rico qualifies.
. Unavailable for patent and wade scerer infringement.
Activity that may Increase recovery in copyright cases.
. Activity permitted after patentees’ rights are exhausted.
Negodated with the P'TO but not the Copyright Office.
Docs not provide federal power for trademark legisladion.
Subject of the most recent amendment to the Lanham Act.
Acuvity giving risc 1o a good defense in the Scorr Paper case.
Can consider estimenial evidence when reviewing PTO decisions directly.
W. Useful for determining registerability of marks under 15 U.S.C. § 1052(d).
X. Broadly viewed 17 U.S.C. § 106(2) and narrowly viewed 15 U.S.C. § 1052.
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