TECHNOLOGY LICENSING

FINAL EXAMINATION
EXAM #

Professor Jorda December 2006

Instructions:

This is a two-hour (more for certain foreign students) open-book exam. You may consult the course
materials as well as any other inaterials.

Wnite your answers in the blue books supplied, but please use only one side of the page and observe the
inargins. Please write or print as legibly as possihle.

Grading will be anonymons; please do not put yonr name on anything yon turn in. BE SURE YOUR
EXAM NUMBER IS ON EACH BLUE BOOK YOU TURN IN.

PROBLEM [

A, Facls

In 2000, Acme Corporation filed a US trademark application for the word mark “CROWN?”, which was
registered in 2002 for certain internet-related services. Zenith Company, Ine, also offered similar
internet-related services, employing the web-address “goldcrown.com” and nsing the symbol
“poldCROWN" in the color gold in all its corporate materials. The trademark application, filed by Zenith
on “goldCROWN and Design”, was rejected by the US Patent and Trademark Office as too likely to
canse confnsion duc to the affinity between the scrviecs offercd by the parties. However, Zenith
continned to use this mark in the face of dcmands by Acine to stop.

Tn 2004, Acme concluded a license agreement with Star Crown, Inc., whom Acme also had accused of
rrademark infringcment, permitting Star Crown to use Acme’s CROWN mark world-wide. According to
the terms of this license agreement, Star Crown agreed only “to cmploy rcasonable commercial efforts to
maintain the positive business value of the CROWN mark.” Nothing {orther was said about “efforts™ and
therc was no ongoing working relationship hetween Acme and Star Crown.

Acmc later sued Zenith in a US District Court for trademark infringement,

B.  Question

What was the core issuc before the court and what was the decision rendered by the eourt and why. |15
points]




PROBLEM II

Attached is an actual “know-how™ agrcement between Michigan Chemical Corporation and Ciba-Geigy
Corporation on an improved proprietary (secret) process for the preparation of cyelopropyinitrile (CPN),
an intermediate for a eommcreial herbicide. It was prepared by business/teehnical people without
consultation with patent counsel. It is woefully inadequate.

First of all, it was meant to be an exclusive grant. Seeondly, it has no confidentiality provisions. Thirdly,
it does not have a term limitation on confidentiality.

Please draft appropriate grant, confidentiality and term clauses ~ but no othcrs — for this agreement. [15
points|
PROBLEM III
How should a hybrid patent/irade secret liceuse be structured in terms of royalty paymeurts and agrecment
duration, where the relative value contribution betwecn the pateut rights and the trade secret rights to the
technology package are:

a) 80% to 20% and

b) 20% ta B0%?

Why is differentiation, if any, importanr or esscutial? [15 points]

PROBLEM 1V

A. Inthe context of patent misusc and autitrust laws, describe the present status of the so-called “9 uo-
nos” of the US Justice Department as they pertain to technology lieensing, |5 points)

B.  Why is ir importaut in IP licensing negotiations to address royalty rate and other money terms at the
very end? [5 points]

C. What are take-home Iessons from the ingenious Gould lascr patent licensing scheme? [S points]

- END OF EXAMINATION -
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MICHIGAN
CHEMICAL

CORPORATION

January 24, 1973

‘Mr. Al ¢, Javosay
Technleal Service Hounager
Ciba-Gelgy Corporetion
Saw Mill River Pavkway
Ardsley, Now Yorkk 10502

Daar Al:

Wao have reviewed the countuer propousal to my December 16, 1974 memo wade
by you and Qalph Uiller on January 20 and find the terms acceptable, I have
gumaarizod our underotandlng beiow:

1,

2-

4

Michiigow belleves that it hasg developed a procosa for couverting
4-chloro-n-butyroniltrile to cyclopropylnltrile,

The proecosa developed Ly Hichipan does not utilize asodium meth-
oxida go the resgent for cyclization,

The cost of the reageut used in the Mlchigan process 1s gupsatan-
tiglly less than the curreont coat of podium methoxida,

The conversion of chlorobukyronitrile to cyclopropyluitrile by

the Hichigan procesa ia eguivalent to the convergion obtainad by
Hichigan when practlicing the godium methioxide process disclosed

to lilchigan by Clba-Geigy on a laboratery scale. The Micnigan pro-
¢ess haa not been practiced on a commercial acale, Therefore,
Michigan warrants ite .results aro valid on a laboratory acale only.

Hichigea will have no responslbility for the suitability of the
‘procegs or the infringement of the intereats of atherg and Cibe-

Galgy ahell hold Michigon harmless Erom any such lisbility,

In return for Michipan'o dlacloaing to Ciba-Gelgy the derails of tha Michizzn
process, Cilba-Galgy willy

]--

2.

Pay tichigan $10,000.00,

LE the Mlchlgan procass f{o practiced by Ciba-Celpgy to maoufacture
CEil, Cilbu-Gelpgy will manurioctura the filret 500,000 pounds withnout
poying Michigan g licensa fea. Aftor the firat 500,000 pounds ara
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Ciba-Gelpgy
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nmanufactured, Ciba-Celgy will pay Michigan a royalty of 50,01 per
pound of CIMW produced until 10,000,000 pounda have been produced.
At that tlme, Ciba-Gelgy ls granted a paid-up license to utilize
the Michigan technology.

If s0 roquented, Michigan will demostrate theo operatlon of thae process to
Ciba-Gelgy representatives on a laboratory scale in the Michigaon research labe-
eratory at 5t, Louls, Michigan,

Please |1
the duplicate

AGREED:

CIBA-GEIGY
By: M

ndlcote your acceptance of this agreoment by signing and taturniang
original of this letter to us.

Yeary truly yours,

HICUIGAN CUEMICAL CORPORATION

*:Tiﬂ\ ,gtlbﬁﬁurlq:
T. A. Girard
Yreaident
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