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Exam No.

TRADEMARKS AND DECEPTIVE PRACTICES
Final Exam—May 7, 2011
Professor Susan M. Richey

INSTRUCTIONS:  

This exam is composed of one long essay question, one short essay question, and several short answer questions, worth a total of 70 points.  The questions are not evenly weighted, so, allocate your time accordingly.  You have 2 hours to complete the exam unless otherwise stated by the proctor.  

Although some of the questions may refer to actual events, companies, and individuals, facts have been added or altered for examination purposes.  In formulating your responses, you should assume that all facts stated in the essay questions are true, and you should not assume the existence of any facts not stated.

The exam is open-book and you may take any written material that you wish into the exam with you.  Do not work with any of your classmates during the exam.
Long Essay
1.  (34 pts.)  In the 1960’s, ProChem Corporation pioneered the use of silicone-based rubber in medical implant technology.  The material was attractive for use in implants because it is biocompatible and, therefore, less likely to react adversely with the body’s own chemicals.  Moreover, the material remains stable at high temperatures and so can be sterilized for surgical purposes.

At that time, two plastic surgeons working under the auspices of ProChem used rubber silicone to create the first generation of breast implants.  The material that they used was patented and marketed under the trademark SILASTIC.  SILASTIC was selected as the trademark to reflect the incorporation of silicon in the product and to emphasize the elastic qualities of the product.  The patent has expired and the company no longer markets breast implants, but the company does currently market a line of SILASTIC tubing for a wide range of medical applications, including infusion therapy and nutritional feeding tubes.  Additionally, ProChem markets a line of SILASTIC baby products, including baby bottle nipples and teething rings.

Other medical device manufacturers currently utilize rubber silicone compounds to create implants for orthopedic purposes, in particular, hip and knee replacement surgery.  Some of those manufacturers license use of the trademark SILASTIC from ProChem while others market rubber silicone implants under their own trademarks.  Despite its utility as a material for joint implants, rubber silicone degrades over time, sloughing off particles that cause inflammation at the implant site.  The inflammation leads to erosion of the nearby bone, a condition referred to by members of the medical profession as “silastic arthropathy.”  Physicians refer to the condition as silastic arthropathy whether or not it is caused by an implant marketed under the licensed trademark SILASTIC.

Recently, Chem Molding, a company that markets its rubber silicone joint implants under the trademark NUSIL, has begun to refer to its product as a “silastic implant” in sales catalogs that it mails to physicians.  Chem Molding has never sought a license for the trademark SILASTIC but uses the term “silastic implant” to refer to all implants manufactured from rubber silicone compounds.  Chem Molding also manufactures baby products from rubber silicone but makes no reference to the word “silastic” in its advertising for those products.  Chem Molding markets its baby products directly to the ultimate consumer through supermarkets and drug stores, as does ProChem.

For many years, ProChem has owned a federal registration for the mark SILASTIC for use in conjunction with medical implants, medical tubing, baby bottle nipples, and teething rings.  The company has filed a §8 affidavit for this trademark with the USPTO but has never filed a §15 affidavit.  Chem Molding has long been aware of ProChem’s federal trademark registration but, in response to a cease and desist letter from ProChem complaining about Chem Molding’s sales catalogs, Chem Molding refused to modify its advertising or to seek a license.  ProChem now seeks your advice as outside trademark counsel regarding whether or not it can obtain a reasonable royalty and a permanent injunction against Chem Molding’s use of the term “silastic” when referring generally to rubber silicone products.  

In order to respond to ProChem’s query, you must analyze ProChem’s chances of prevailing under §32(1)(a).  For purposes of your analysis, assume that ProChem owns a valid mark and address only the issue of liability.  Don’t forget to advise your client with regard to the availability of a reasonable royalty as a measure of damages and the propriety and scope of any possible injunction.

Short Essay
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2.  (16 pts.)  Paul Prudhomme is a Cajun chef who, in 1979, opened the now-famous K-Paul’s Louisiana Kitchen on Chartres Street in the French Quarter of New Orleans.  He was the first American-born chef to receive the coveted Merité Agricole of the French Republic.  He has been featured in such prominent national publications as Life, Time, Newsweek, and Bon Appétit.  He and his staff have cooked for heads of state, President Ronald Reagan’s inauguration, and at the Congressional Barbeque.  The first of his many cookbooks was on the New York Times bestseller list for many weeks, and two of his signature creations—Blackened Redfish and Blackened Steak—are widely imitated.  Today, Chef Prudhomme continues to run K-Paul’s and to make national television appearances.  A large man, Chef Prudhomme is easily recognized by his stout build clothed in a chef’s jacket, and by his unusual chef’s hat which resembles a driving cap.  

Procter & Gamble, distributor of Folger’s Crystals instant coffee, recently commenced a series of nationwide television commercials, featuring a spokesperson who visits famous restaurants and secretly switches diners’ brewed coffee with Folger’s Crystals instant coffee to see if the diners can tell the difference.  One such commercial presents the spokesperson in the foreground speaking to two people eating what appears to be blackened fish.  In the background is pictured a portly chef with his back to the camera; he is clothed in the traditional white chef’s jacket and a non-traditional chef’s hat that looks like a driving cap.  Although the restaurant is not named in the commercial, the interior features décor reminiscent of New Orleans.  Procter & Gamble did not seek Chef Prudhomme’s permission to run this commercial.

Assume that Louisiana recognizes a cause of action for infringement of the right of publicity.  Although Chef Prudhomme neither appeared in the commercial nor was he or his restaurant named in the commercial, will he be able to allege a viable cause of action for infringement of his right of publicity?  Cite analogous case law.

Short Answer

3.  (8 pts.)  Wet Planet Beverages makes the following ad claim about its well-known soft drink:  
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“JOLT Cola—the expresso of colas, with more caffeine

than the leading brands.”

If Pepsi Cola, as one of the leading brands of cola soft drink products, sues Wet Planet under §43(a)(1)(B), what must Pepsi Cola prove about the level of caffeine in JOLT Cola in order to establish literal falsity of the claim?  NOTE:  This question only goes to the first element of the plaintiff’s prima facie case.
Fact Pattern for Questions 4, 5, and 6:
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Central Bark is a chain of day care and training centers for dogs, operating throughout New England and founded in January 2009.  Central Bark obtains clients by referral from local veterinarians and satisfied pet owners, but the company remains virtually unknown outside the New England region.  As a result, the company decided this month to create a web page to promote its services to a wider audience.  Much to the company’s surprise, it was unable to register the domain name “centralbark.com” for its web page.  Pets Plus, a long-standing company providing supplies to veterinarians and pet owners across the nation, obtained that domain name in March 2010 for purposes of publishing an online newsletter to announce the latest developments in canine healthcare and nutrition.  


The newsletter’s masthead is shown to the right.  The President of Pets Plus, Karen Frost, registered the domain name “centralbark.com” for the online newsletter because she wanted to create a play on words: the word “bark” not only refers to the sound made by a dog but also means “to announce loudly.”  Prior to registering the domain name, Ms. Frost had enrolled her Springer Spaniel in obedience school at a Central Bark facility near her vacation home in Vermont and, so, was familiar with the regional chain.  The newsletter has become very popular and boasts a subscription base of several million people nationwide.  When contacted by Central Bark about her registration of the domain name, Ms. Frost refused to sell the domain name but did ask Central Bark if it wished to buy advertising space in the newsletter.  Central Bark declined the offer and is considering a lawsuit against Pets Plus.
4.  (4 pts.)  If Central Bark sues Pets Plus for service mark infringement under §43(a)(1)(A), what type of likely confusion would you expect it to assert?
5.  (4 pts.)  If Central Bark sues Pets Plus for dilution of its service mark under §43(c), what element of its prima facie case is likely to be the most difficult to prove and why? 
6.  (4 pts.)  If Central Bark sues Pets Plus for cybersquatting under §43(d), will the company be able to prove that Pets Plus “traffics in” a domain name that is identical to or confusingly similar to its service mark?  Why or why not?

Chef Paul Prudhomme
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